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ver the past three decades, Robinson Calcagnie Robinson
Shapiro Davis Inc., (RCRSD) has established a reputation as
one of the nation’s leading products liability, business litigation
and personal injury law firms. RCRSD’s seasoned trial
attorneys are know for taking on the demanding, complex

cases that other firms won’t and obtaining multimillion dollar awards for
their clients.

“We gladly hop on red-eye flights to battle insurance companies,
pharmaceutical giants and large multinational corporations because we’re
passionate about helping consumers who are suffering due to negligence,
malfeasance, fraud, or corporate irresponsibility,” notes Senior Partner
Mark P. Robinson, Jr.

Mark P. Robinson, Jr. founded the firm in 1978, the same year that he
served as co-counsel for the plaintiff in the ground breaking Ford Pinto gas
tank fire case, Grimshaw v. Ford Motor Company. In addition to that historic
verdict of $128 million, RCRSD has achieved dozens of multimillion-dollar
jury verdicts, judgments and settlements, including a $4.9 billion jury verdict
against General Motors, a $51 million verdict against a pharmaceutical
manufacturer, a $45 million settlement in a business fraud case, and a $31
million verdict in a work related accident.

The firm maintains the same sense of loyalty and dedication that it was
founded upon because of its continued focus on consumer safety. Under
the guidance of Mark P. Robinson, Jr. and Partners Jeoffrey L. Robinson,
William D. Shapiro and Allan F. Davis, the firm specializes in catastrophic
personal injury and products liability cases. With the leadership of
Robinson, Jr. and Partners Kevin F. Calcagnie, Karen Barth Menzies,
Daniel S. Robinson and Scot D. Wilson, the firm also specializes in mass
tort cases.

RCRSD currently handles mass torts across the county, including Zoloft,
Prozac and other antidepressants that cause birth defects; DePuy hip
implants; Fosamax femur fractures, Actos bladder cancer; Yaz and Yasmin;
transvaginal mesh implants and Fentanyl pain patches. Robinson, Jr. has
been appointed to numerous leadership roles in federal multidistrict
litigations, including Zoloft, Actos, Fosamax, DePuy ASR and Yaz/Yasmin.
He also serves as co-lead counsel for the plaintiffs in the Toyota wrongful
death and personal injury sudden acceleration cases, as well as co-lead
counsel in the Zoloft MDL No. 2342.

Partner Kevin Calcagnie attributes the firm’s success to his longtime
partner’s leadership: “Mark has dedicated his career not only to product
safety but to improving legal education, preserving the civil justice system
and protecting access to the courts for all.”

Although the firm engages in extremely complex litigation, its philosophy
of quality over quantity when taking on cases has allowed its attorneys the
time to get to know their clients. Robinson, Jr. is personally involved on
every level of the firm’s litigation and sets the tone for the firm’s work ethic.
“Many lawyers slow down later in their careers, but that’s just not Mark,”
Partner Karen Barth Menzies says. “He’s the hardest-working lawyer I’ve
ever known – he continues to set the standard at our office, and compels
the rest of us to meet it.”

A Reputation for Results

O

Robinson Calcagnie Robinson Shapiro Davis Congratulates 
the Nominees of the General Counsel Awards
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he onslaught of non-practicing entities, or “patent trolls,” that aggressively
leverage the high price of defending a patent infringement action in order to
extract licensing fees, cost defendants and licensees $29 billion in 2011. The
number of such lawsuits rose to 62% of all patent infringement cases filed in
2012. The economic drain on the targets of these troll lawsuits, U.S.
companies that are actually marketing products and services, has focused

attention on the inability of the U.S. Patent and Trademark Office (USPTO) to weed out
overly broad patents, and it has bolstered criticism of the patent system for stifling
innovation by granting improper exclusivity for less-than-inventive concepts.

In part to combat the scourge of patent trolls, the recently enacted America Invents
Act (AIA) increases the number of avenues available for parties to direct the USPTO’s
attention to more relevant references and to challenge the validity of a U.S. patent at
the USPTO without incurring the high cost of litigation.

In the new AIA post-grant proceedings (i.e., post-grant review, inter partes review,
and covered business method review), the USPTO reevaluates the validity of an issued
patent. The challenger (e.g., the patent troll’s intended prey) presents new references,
arguments, or both for the USPTO to consider in revisiting the validity of the previously-
issued patent. The challenger participates throughout the post-grant proceeding by
countering the patent owner’s arguments of validity. Based on past experience with the
previously available post-grant procedures (i.e., ex parte and inter partes
reexamination), many practitioners expect these new proceedings to be generally
favorable to the challenger’s goal of either invalidating the patent or at least narrowing
the patent’s scope, thus improving the challenger’s odds to avoid liability. However,
while these proceedings are significantly less expensive than litigation, they are not
cheap, owing to the large filing fees (upwards of $23,000) and to their adversarial
nature.

Another new AIA avenue, called “Preissuance Submissions,” allows anyone to submit
references to the USPTO, along with a concise description of the relevance of those
references, during the initial prosecution of a patent application. “Preissuance
Submissions” thus have the potential to kill or to hobble significantly a patent
application before it ever issues as an overly broad U.S. patent. In contrast to the post-
grant proceedings, “Preissuance Submissions” do not allow the submitting party to
participate in the evaluation of the patent application after the initial filing, but the
procedure is quite inexpensive. Thus, “Preissuance Submissions” can be an attractive
option for individuals or groups seeking to protect a technological space from overly
broad grants of exclusivity.

The successful use of these new procedures depends on the relevance of the
references under consideration. In long-established technologies, relevant references
are generally accessible on existing databases used by the USPTO and by the public at
large. However, in newer and fast-changing fields, such as software and business
methods, many of the most relevant public references are not easily retrievable using
conventional means. For example, product manuals, marketing materials, foreign
language references and more obscure documents that have not been digitized are
typically not in the available keyword-searchable databases. Without these relevant
references, the USPTO has a limited basis for rejecting such patent applications,
resulting in the issuance of patents of questionable validity.

Crowdsourcing holds the promise of finding these elusive references. The term
“crowdsourcing” refers to the process of outsourcing tasks to the public at large,
thereby accessing “the wisdom of the crowd” by presumably bringing to bear a more
varied and wider range of information than would otherwise be available. As applied to
patent validity, crowdsourcing the search for relevant references has the potential of
accessing the collective memories and archives of many people to uncover references
that are not normally catalogued in the databases used in conventional patent validity
searches. In addition, since the relevance of references is based on how they are
understood by people skilled in the relevant technology (often referred to as “people
having ordinary skill in the art”), participation by such individuals in the crowdsourcing
process may provide a better sense of a reference’s contents and its relevance to the
patent or patent application at hand.

The USPTO is encouraging “crowdsourcing” social media initiatives. For example,
the USPTO publicly touts the “Ask Patents” social network (www.askpatents.com)
hosted by Stack Exchange as a means in which “subject-matter experts volunteer to
suggest prior art for given applications, as well as to offer their input on the proposed
value of those suggestions from others.” On the “Ask Patents” website, users can
anonymously post calls for prior references relevant to the patentability of a patent or
patent application, and anyone can anonymously contribute candidate references. The
participants vote on the relevance of a contribution, and the most-relevant contributions
rise to the top. Participants do not receive any money for their contributions, but they
are awarded “badges” for increasing levels of participation. “Badge” reward systems
have previously been used in various activities such as online gaming, in businesses
such as Foursquare, and, of course, in well-known organizations such as the Boy and
Girl Scouts. The calls on “Ask Patents” are primarily in the software field; the patent

Crowdsourcing: Inciting a Mob to Battle Patent Trolls
by Bruce S. Itchkawitz, Ph.D., Partner, Knobbe Martens Olson & Bear LLP

applications of Microsoft and Apple are the most frequent targets.
The co-founder and CEO of Stack Exchange, Joel Spolsky, recently bragged about

the website’s first “confirmed kill” of a pending patent application. In that instance, the
USPTO rejected a Microsoft patent application filed in 2011 using a reference that was
uncovered via “Ask Patents.” The reference was a document that Microsoft published in
2008 and that Mr. Spolsky himself uncovered and submitted to the “Ask Patents”
website in response to an anonymous query for references. The record does not reveal
how the reference came to the patent examiner’s attention, since it was not submitted
by Microsoft nor by a third-party in a “Preissuance Submission.” The patent examiner
may have found the reference through his own independent searching, or…perhaps he
was the anonymous user that submitted the query for references on “Ask Patents.”
Given the USPTO’s backing, it is no surprise that patent examiners are utilizing “Ask
Patents” to supplement their conventional database searches.

Describing this example as a “confirmed kill” is a bit of hyperbole. In fact, the rejection
was merely a first “non-final” office action, and Microsoft has since responded by filing
amendments that narrow the claims in a way that Microsoft argues is patentable over
the cited reference. Microsoft may eventually convince the examiner to grant the
patent, albeit with a narrower scope of exclusivity than if the USPTO did not have the
2008 document. Paradoxically, rather than lamenting the use of crowdsourcing,
Microsoft probably welcomes this development, since the issued patent will arguably be
stronger (and thus more immune to later challenges of validity) because Microsoft has
already responded to the 2008 document during prosecution. If the 2008 document had
first been discovered after the patent issued, it could have been the patent’s “Achilles’
heel.”

The non-monetary motivation for the “Ask Patents” contributors (i.e., earning badges
while contributing to the greater good) would seem to attract “do-gooders” who seek to
snuff out patent applications that appear especially egregious to the technological
community. Organizations such as the Electronic Frontier Foundation (EFF) are
beginning to see the value of crowdsourcing. For example, EFF enlists volunteers to
protect developing technologies by identifying potentially overbroad patent applications
that deserve to be targets of “Preissuance Submissions” and by providing references to
challenge these applications. Recently, the EFF has partnered with “Ask Patents,” law
schools, and various public-service organizations to establish “Trolling Effects”
(www.trollingeffects.org), “a crowdsourced database of patent demand letters and a
clearinghouse for information on the troll epidemic” to expose the activities and tactics
of patent trolls.

A more mercenary take on crowdsourcing may be more effective in battling patent
trolls. For example, the website “Article One Partners” (www.articleonepartners.com)
provides a platform for its clients to present target patents and applications to an online
community of 27,000 registered researchers. The researchers are motivated to embark
on “an Intellectual Treasure Hunt” by monetary bounties (e.g., $5,000) shared among
the researchers identifying the most relevant references to the target patent or patent
application. The clients of “Article One” include Philips Electronics, Microsoft, and Sony,
and, to date, “Article One” has paid out more than $4 million to its researchers. A large
fraction of the targets on the “Article One” website are in the software field, but a
significant number are in other technologies as well, such as medical devices and
semiconductor fabrication. The targets listed on “Article One” are primarily issued
patents, and many of its clients appear to be seeking ammunition to invalidate a patent
asserted by a troll.

Coupling the new AIA procedures with the power of crowdsourcing to uncover
previously unavailable references will likely be quite effective in selected individual
cases. However, it remains to be seen whether either volunteer-based crowdsourcing,
such as “Ask Patents,” or bounty-based crowdsourcing, such as “Article One,” will fulfill
the potential to improve the overall quality of issued patents and to reduce the impact of
patent trolls.

T

Bruce S. Itchkawitz, Ph.D.
Bruce S. Itchkawitz, Ph.D. is a partner at Knobbe Martens

Olson & Bear LLP in Irvine. Bruce has a wealth of technical
(Ph.D. in physics) and patent prosecution expertise which he
draws upon in counseling his clients in strategic patent
matters across a wide range of complex technologies,
including optical systems for telecommunications and remote
sensing, computer systems and software, thermoelectric
generators, steerable wellbore drilling systems,
nanotechnology, and microelectromechanical systems
(MEMS). For more information, please visit
www.knobbe.com or contact Bruce at bruce.itchkawitz@knobbe.com or
949.760.0404.
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n the heels of the latest changes to the U.S. patent system brought about by
the America Invents Act (AIA), the Executive Office has recently suggested
that additional changes are still needed. This past June, the Executive Office
released both a report on recent patent developments1 and a document
containing legislative recommendations and executive actions2 pertaining to
those developments. The report entitled, “Patent Assertion and U.S.

Innovation” examines the recent rise in Patent Assertion Entity litigation (PAE) and
suggests several effects of PAE litigation. The legislative recommendations and executive
actions released by the Executive Office address the effects of PAE litigation and propose
changes to the patent system to curb these effects. Below both documents released by
the Executive Office will be discussed as well as recent legislative efforts on point.

Patent Assertion and U.S. Innovation Report
With its support of AIA, the most significant reform of patent legislation in recent history,

it comes as no surprise that this Administration has taken a particular interest in patent
law. Most recently, the Executive Office has turned its attention to Patent Assertion
Entities (PAE) in a report released by the Executive Office and prepared jointly by the
President’s Council of Economic Advisers, the National Economic Council, and the Office
of Science & Technology.

The report produced focuses on entities that do not practice the patents they own and
instead engage in “aggressive” litigation. While the report generally reflects negatively on
the economic impact of Patent Assertion Entities, it does suggest that “Patent
Intermediaries” can play a useful social role. Patent Intermediaries act as a middle man
between inventors and buyers of patents. It is stated that patent intermediaries can bring
value to society by allowing inventors to specialize in innovation while benefiting from the
commercial knowledge of the intermediary at the same time. Additionally, the report
suggests that it can be costly for technology users to find all relevant patents, a task in
which patent intermediaries can help facilitate. Although some positive effects of patent
intermediaries are briefly stated, the force of the report is directed at the negative effects
of PAEs.

A PAE, more typically described as a patent troll, is explained in the report as an entity
that uses aggressive litigation tactics often suing thousands of companies under the veil
of a shell company with very little evidence of infringement. It is suggested that these
firms often use patents for the sole purpose of obtaining licenses and share several of the
following characteristics: they do not practice their patents, they do not help with
technology transfer, they often wait until after industry participants have made irreversible
investments before asserting their claims, they acquire patents for the sole purpose of
extracting payments, they are invulnerable to counter-claims, they acquire patents whose
claims are unclear, and they hide behind shell companies. The report cites evidence that
in 2012, PAEs brought 62% of all patent law suits, an increase from 45% in 2011 and
29% in 2010. In addition, the report also provides evidence that at least 60,000 threats of
litigation a year are made by PAEs.

In concluding, the report finds that the PAEs have three negative economic costs. The
first is the direct cost to the companies that practice patents. The report estimates that
defendants and licensees paid PAEs $29 billion in 2011, a 400% increase from 2005. The
second cost is the private cost of lost opportunities to commercialize technology. It is
estimated in the report that between the years 2000 and 2010, 14 publically traded PAEs
were associated with a decline of $87.6 billion in defendant company share value.
Another study mentioned in the report found that even if a PAE fails in the courtroom, the
ongoing litigation is enough to result in reduced innovation. Finally, the report found that
there is a social cost of reduced innovation such as the lost value to consumers who
cannot buy innovative products.

Legislative Recommendations and Executive Actions
Coinciding with the Executive Office’s release of the Patent Assertion and U.S.

Innovation report, the Executive Office released five executive orders and seven
legislative recommendations “designed to protect innovators from frivolous litigation and
ensure the highest-quality patents in our system.”3 The release suggested that the Patent
Assertion and U.S. Innovation report revealed the necessity for bold legislative action.
While the release acknowledges that the AIA boosts patent quality, it recognizes that
innovators continue to face challenges from PAEs. Accordingly, the Executive office
suggested swift legislative action.

The Executive Office characterized its actions as a number of steps to help bring about
greater transparency to the patent system and level the playing field for innovators. The

Executive Office Recognizes Need for Changes in Patent Legislation
by Bill Kolegraff, Partner and Robert Ward, Patent Agent, Thomas Whitelaw LLP

first executive action is, “Making “Real Party-in-Interest” the New Default.” This action is
meant to prevent PAEs from hiding behind shell companies. The release suggests that
the PTO will begin a rulemaking process to require patent applicants to regularly update
ownership information. The second action is “Tightening Functional Claiming.” This action
is meant to improve the quality of patents, especially in the software context. Accordingly,
it is explained that the PTO will provide new targeted training to its examiners and
develop strategies to improve claim clarity. The third action is “Empowering Downstream
Users.” This action is intended to provide end-users an easier way to know their rights
before entering into costly litigation or settlement. It is envisioned by the Executive office
that the PTO will publish educational and outreach materials for downstream users. The
fourth action is “Expanding Dedicated Outreach and Study.” On this point, the release
suggests an expansion of outreach efforts, including events across the country to develop
new ideas around patent policy and law. Finally, the fifth action is “Strengthen
Enforcement Process of Exclusion Orders.” Here, the procedures of the Customs and
Border Protection and International Trade Commission for determining the scope of an
exclusionary order will be reviewed.

Not surprisingly, the executive actions described above have been met with both praise
and criticism.  For example, some have found that the first two actions are sorely needed.
Those in favor argue that these actions will “improve the patent system without actually
limiting the ability of the patent assertion entities to derive value from the innovations
through patent assertion.”4 Others, however, have found fault with the first two actions.
Those disfavoring the first action claim that the White House is simply “blowing smoke
and taking credit for the agency moving forward on this point more than six months ago.”5

Regarding the second action, the same author thought it was ridiculous to expect
thousands of patent examiners to “all be on the same page” when the Supreme Court
“abhors bright line rules.”

Moving on to the legislative recommendations, the Executive Office recommended that
Congress pursue seven measures that would address some major problems. The
measures suggested are as follows: Require patentees and applicants to disclose the
Real Party-in-Interest; Permit more discretion in awarding fees to prevailing parties in
patent cases; Expand the PTO’s transitional program for covered business method
patents; Protect off-the-shelf use by consumers and businesses; Change the ITC
standard for obtaining an injunction to better align it with the traditional four-factor test in
eBay Inc. v. MercExchange; Use demand letter transparency to help curb abusive suits;
and Ensure the ITC has adequate flexibility in hiring qualified Administrative Law Judges.
Like the executive actions, the legislative recommendations have found both criticism and
support.

O

William J. Kolegraff
William J. Kolegraff, a litigation partner with the Irvine

office of Thomas Whitelaw & Kolegraff, is also a seasoned
patent attorney registered with the U.S. Patent and
Trademark Office and a former business executive who
managed a sizable intellectual property portfolio for many
years. Mr. Kolegraff’s litigation skills are informed by his
extensive patent licensing, negotiation, and business
experience. Mr. Kolegraff’s practice spans a broad range of
technologies, including wireless communication hardware
and protocols for CDMA, GSM, Bluetooth, Zigbee, 802.1x,
and RFID. He also has considerable experience in video,
audio, and speech compression and encryption, as well as antenna and optical
disc constructions. Contact Mr. Kolegraff at bkolegraff@twtlaw.com.

Robert Ward
Robert Ward is a patent agent at Thomas Whitelaw & Kolegraff specializing in

patent litigation. He is registered with the USPTO and received his J.D. from Notre
Dame Law School in 2013. Mr. Ward earned a B.S. in Mechanical Engineering
from the University of Southern California in 2009 and a M.S. in Mechanical
Engineering from Loyola Marymount University in 2011. Contact Mr. Ward at
rward@twtlaw.com.
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ow did a new firm formed by two big-firm trial lawyers immediately
become a disruptive force in Orange County business litigation? The
seeds of the disruption were planted in 2011, when Alan Greenberg
and Wayne Gross grabbed national headlines for winning a $50
million jury verdict in a partnership dispute regarding iconic
Hollywood properties, including the world-famous Palladium. The

victory not only ensured that a local real estate developer who had been
victimized would be made whole, but also served as a transformative moment for
his trial team.

What made the real estate developer’s $50 million victory unique, aside from its
size, was that he started out in the case as the defendant, not the plaintiff. How
did this happen? In 2005, the developer’s company, named Newport Capital
Advisors LLC or “NCA,” entered into a joint venture with Commonfund, the
largest nonprofit investment manager in the country, to develop four Hollywood
properties, including the iconic Palladium. However, in 2007, after the properties
gained $35 million in market value, Commonfund tried to jettison NCA, confident
that the absence of a finalized partnership agreement skewered NCA’s contract
claims. When NCA refused to walk away from its partnership interest,
Commonfund initiated legal action, suing for a declaration by the court that there
was no enforceable joint venture. That’s where NCA’s trial lawyers changed the
game.

Instead of simply defending the lawsuit filed against their client, Greenberg and
Gross filed a countersuit against Commonfund. Specifically, they sued
Commonfund, as a joint venture partner, for breaching its fiduciary duties to NCA.
Moreover, the duo alleged that Commonfund’s breach was done in a malicious,
oppressive and fraudulent manner, entitling NCA to punitive damages.
Nonetheless, Commonfund stubbornly refused to acknowledge any wrongdoing,
requiring Greenberg and Gross to take on Commonfund in a four-week trial. Not
a smart move for Commonfund, as the jury awarded NCA $16 million in
compensatory damages and $34 in punitive damages. Commonfund appealed,
but ultimately entered into a confidential settlement and dismissed the appeal.

While both Greenberg and Gross have had a long history of successful trial
outcomes for their big-firm clients, the NCA verdict changed their perspective on
their role in the justice system. Gross explained, “Due to conflicts, big-firm
lawyers are often limited to defending large clients who have been sued and thus
can only play defense, not offense. But the NCA case was a rare instance in
which big firm lawyers were able to play offense by pursuing a large entity,

A Disruptive Force 
in Business Litigation

by Dan Glassman, Greenberg Gross LLP

ultimately obtaining one of the largest trial verdicts in California that year.” And it
was that experience that led the duo to leave the big firm and to form their own
litigation firm, focused on high-stakes commercial cases for plaintiffs and
defendants. The founders decided, from the beginning, that the goal for every
case would be to provide their clients with the best-possible result in the
courtroom at the lowest possible cost. “Big firms traditionally use a leverage-
billing model that does not reward efficiency. If a case calls for a contingent fee, a
fixed fee, or a hybrid fee, Greenberg Gross will provide such an alternative billing
option to the client,” the attorneys said. “We offer the world-class talent and
passion of big firm partners with the flexibility and access clients need – and
should demand.”

H
Alan Greenberg

Alan Greenberg specializes in high-stakes and
complex cases with an emphasis on finance, real
estate, mergers and acquisitions and other
business matters. He has been trying cases for
23 years since moving to Orange County from
New York, where he started his legal career as a
transactional lawyer on Wall Street. He can be
contacted at AGreenberg@GGTrialLaw.com or
949.383.2800.

Wayne Gross
Wayne Gross has been selected to serve as

lead trial counsel by companies and executives
in their most important business litigation
matters. He is a former federal prosecutor,
previously serving as Chief of the Orange County
U.S. Attorney’s Office. He currently serves as the
President of the Orange County Bar Association,
the second largest bar association in the State of
California, with more than 7000 members. He can be contacted at
WGross@GGTrialLaw.com or 949.383.2800.

Dan Glassman
Dan Glassman has more than 17 years of

experience as a trial attorney in private practice
litigating complex matters in healthcare, real
estate, manufacturing, securities and
entertainment. Before joining Greenberg Gross
LLP, Dan served as Vice President and Associate
General Counsel for a 23,000-employee health
system. Dan can be contacted at
DGlassman@GGTrialLaw.com or 949.383.2800.
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About Greenberg Gross LLP
In April 2013, two shareholders of an international law firm announced

that they were opening a new firm, named Greenberg Gross LLP, after
making national headlines for winning a $50 million jury verdict in a
partnership dispute regarding the world-famous Palladium and other iconic
Hollywood properties.  The founding partners, Alan A. Greenberg and
Wayne R. Gross, announced that the new firm would be headquartered on
the 17th floor of the Center Tower, the tallest office building in Orange

County, and would specialize in high-stakes commercial cases for
both plaintiffs and defendants.  Since opening its doors, the firm has
taken on significant matters representing public companies, prominent
law firms, nonprofit organizations, and high-level executives.  The
founders were recently selected by their peers for inclusion in The
Best Lawyers in America® 2014  (Copyright 2013 by
Woodward/White, Inc., of Aiken, SC).

“Big firms traditionally use a leverage-billing model
that does not reward efficiency. If a case calls for a
contingent fee, a fixed fee, or a hybrid fee, Greenberg
Gross will provide such an alternative billing option to
the client. We offer the world-class talent and passion
of big firm partners with the flexibility and access
clients need – and should demand.”

- Alan Greenberg and Wayne Gross
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nfortunately, it is fairly common. Despite all parties’ best intentions and
efforts, sometimes a business deal just does not work out the way it was
intended and some or all its participants lose money. This was especially
true of real estate investments pending at the start of the Great
Recession. 

In our increasingly litigious world, it is also
somewhat common that when an investor loses money – for
whatever reason – he or she looks to the courts in the hope of
recovering the losses. When one is sued under these
circumstances, regrettably he or she often has no choice but
to expend substantial resources to vigorously defend against a
baseless lawsuit.

This is exactly the situation that a pair of Burkhalter, Kessler,
Clement and George (BKCG) clients recently found
themselves in.

The BKCG Clients are the principals and founders of a
successful environmental remediation company based here in
Orange County that specializes in remediating contaminated
soil and ground water. During the real estate boom in the early 2000s, the two
entrepreneurs participated in a real estate venture with a social acquaintance (the
“Developer”) to acquire a parcel of undeveloped land on a hillside in Palm Springs,
with the plan to build a high-end custom home to sell for a profit.

Although the BKCG Clients’ original investment plan envisioned that they would
acquire the property and the Developer would manage the development, various
development delays forced the parties to abandon their original venture and
change course. Under the new plan, the Developer would purchase the
undeveloped land from the BKCG Clients and develop the property himself. To
facilitate the sale of the property from the BKCG Clients to the Developer, the
parties utilized the services of a local escrow company. The Escrow Company was
responsible for documenting the terms of this complex real estate transaction, and
escrow was opened in late 2005. Although the BKCG Clients and the Developer
did everything in their power to close this transaction, they were unsuccessful and
all parties involved suffered significant losses, albeit some more than others.
Ultimately, the project ran into the buzz-saw of the souring economy, and in 2008,
the escrow was cancelled by
mutual instructions.

More than two years after
the business deal was
cancelled, the BKCG Clients
were surprised to find
themselves defendants in a
lawsuit filed by one of the
parties to this failed real
estate transaction. The real
shocker was that the BKCG
Clients were not sued by the
Developer, the only person
they ever dealt with on the
transaction.  No, instead, they were sued by a stranger, who, unbeknownst to the
BKCG Clients, had been investing with the Developer on various real estate deals.
Although the Investor originally sued the Developer, still disgruntled, he looked for
additional sources of recovery after the Developer filed for bankruptcy protection.
Just months after the bankruptcy, the Investor added the BKCG Clients to the
lawsuit against the Developer that had already been pending for two years. The
Investor and his lawyers concocted an elaborate, but amorphous, complaint with
over a dozen causes of action, premised on the theory that the BKCG Clients were
in a conspiracy with the Developer to steal his money under the guise of a failed
real estate transaction.

Looking down the barrel of a lawsuit, the Clients brought in their litigation counsel
at BKCG. Through the pre-trial motion process, BKCG was able to pare down the
lawsuit to just a few legal claims, but the Investor would not give up. Because the
BKCG Clients certainly had not engaged in any conspiracy, they were
understandably frustrated by the attorneys’ fees and costs they were forced to
incur in order to defend themselves in this frivolous lawsuit.

The BKCG Clients were being held hostage in a manner all too common in
business litigation. Fortunately for the Clients, BKCG recognized that the Escrow
Company had negligently prepared the escrow instructions documenting the sale
such that the document made the transaction appear unusual and suspicious,
when in fact nothing improper transpired. BKCG filed a cross-complaint against the
Escrow Company for its clients, asserting that the Escrow Company’s negligence

Sometimes the Best Defense Is a Good Offense
by Alton G. Burkhalter, Managing Partner and Daniel J. Kessler, Partner, Burkhalter, Kessler, Clement and George

caused the BKCG Clients to be sued by the Investor, and seeking a finding from
the Court that the Escrow Company should be required to reimburse the BKCG
Clients for all the attorneys’ fees and costs they incurred defending themselves in
the lawsuit from the Investor.

BKCG Litigation department head, Dan Kessler, and litigation associate Joshua
Waldman handled the litigation and ultimately tried the case in
Orange County Superior Court. After two years of pre-trial
litigation, and then ten weeks of trial, the legal costs of
defending the Investor’s case were substantial.

“When we get the call from a client that they have been
dragged into a frivolous case, it is tremendously frustrating.
Our job, however, is to look for the best solution to get them
out of the lawsuit, and hopefully get them whole.” says
Kessler.

Fortunately, BKCG’s strategy worked. Not only did the Court
properly find that the BKCG Clients were not involved in any
conspiracy, the Court also concluded that the Escrow
Company’s negligence caused the BKCG Clients to have to

defend themselves in this lawsuit to begin with. As a result, the Court ordered the
Escrow Company to reimburse the BKCG Clients for all of the fees and costs they
incurred defending themselves in the lawsuit which proves the old adage is often
true – sometimes the best defense is a good offense.

For more information, please contact Alton Burkhalter at 949.975.7500 or
aburkhalter@bkcglaw.com.

U

Alton G. Burkhalter
Managing Partner, BKCG

Alton Burkhalter is the founding partner of Burkhalter Kessler Clement &
George LLP, a business law firm with roots in Orange County since 1985. Mr.
Burkhalter is an AV rated lawyer, the top ranking in ability and ethics by
Martindale-Hubbell. Since 2007, he has continuously been selected as a
Southern California Super Lawyer for Business Litigation.

Mr. Burkhalter is a seasoned business trial lawyer, as well as a sophisticated
transactional attorney. Mr. Burkhalter has successfully prosecuted and
defended a wide array of business cases. He has received multiple “8 figure”
jury trial awards, as well as several “7 figure” verdicts. In addition to his
litigation practice, Mr. Burkhalter handles transactions, such as public
offerings, mergers and acquisitions.

Mr. Burkhalter obtained his Bachelor of Science in Accounting, cum laude,
from Northwestern State University in his home state of Louisiana. After
becoming a Certified Public Accountant with a big five firm, Mr. Burkhalter
earned his law degree at Pepperdine University, graduating magna cum laude
and ranked fifth in his law school class. He is admitted to practice in California
and Arizona.

Daniel J. Kessler
Partner, BKCG

Daniel Kessler is the head of the firm’s litigation department and one of the
firm’s founding partners. Mr. Kessler has litigated and tried a wide variety of
business cases ranging from development disputes to fraud to water rights.
Mr. Kessler has secured multiple million-dollar jury verdicts for his clients,
including significant punitive damage awards. In 2008, Mr. Kessler prevailed
on a motion to dismiss the opposition’s case in its entirety in a high-profile
Orange County development trial. Mr. Kessler is a strong advocate for
alternative dispute resolution, as well, participating both as an advocate, and a
neutral mediator. Mr. Kessler has lectured on mediation at the Straus Institute
for Dispute Resolution at Pepperdine University School of Law. Mr. Kessler
also serves as an adjunct professor of law at Whittier Law School, teaching
trade secrets.

Mr. Kessler was born in New York City, but grew up in Los Angeles. Mr.
Kessler received his B.A. in Political Science from the University of California
at Berkeley in 1991. Mr. Kessler attended Whittier Law School in Los Angeles,
California where he graduated magna cum laude and ranked fourth in the law
school class. During law school, Mr. Kessler was the recipient of numerous
honors, competed nationally on moot court and served as an editor of the
school’s law review. Following law school, Mr. Kessler was clerk to the
Honorable Kenneth R. Harkins of the United States Court of Federal Claims in
Washington, D.C. Mr. Kessler has been a past board member for the Robert
A. Banyard Inn of Court. Since 2011, he has continuously been selected as a
Southern California Super Lawyer for Business Litigation. Mr. Kessler is
admitted to practice in all courts in California, and has appeared in courts
across the nation.
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About Burkhalter, Kessler, Clement and George
BKCG offers representation to businesses and individuals and specializes in

providing legal services for small to medium size businesses and high net worth
individuals. Core practice areas include business litigation, employment
litigation, corporate and transactional, and estate planning.

Burkhalter Kessler
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rial lawyers work/dwell in a world of evidence, and
its relationship to rights, duties, burdens and
presumptions. These key concepts in the hands of
experienced counsel shape the course of a
litigation, and most importantly, the final result.
Yet, the trial lawyer’s perspective on these

concepts often does not make its way into the agreements
and documents that are the most important pieces of
evidence in a litigation. By the time we see the writings, the
playing field is set. We are given the writings and then must build the best case for our
client. But this need not be. Consultation with your trial lawyer as part of the drafting
process may allow the client to significantly increase leverage and help reduce
discovery and research costs if litigation results.

Rights and Duties
Trial lawyers search the evidence for their clients’ rights and duties. Rights and duties

create leverage and leverage is critically important in litigation, particularly to drive a
dispute to pre-trial settlement or to position the issues for trial. The manner in which
rights and duties are expressed may have a significant impact on this leverage and the
cost of proving the client’s case, particularly in cases where injunctive relief may be
available, such as those involving proprietary rights or confidential information.

Burdens of Proof
Typically, plaintiffs have the burden of proof on claims, while defendants have the

burden of proof on affirmative defenses. Consider how infrequently the burden of proof
is addressed in a transactional document, or imbedded in the strategy developed for a
key communication. Strategic use of burdens of proof in key writings may shift the cost
of proving critical facts to the opposing party, thus creating leverage.

Presumptions
The rules of evidence contain presumptions, including conclusive presumptions that

trial lawyers use to direct the burdens of proving claims and defenses. Nothing prevents
a contract from including express presumptions that may conclusively establish a fact
or impose on the client’s adversary the burden of disproving the presumed fact, thereby
shifting some of the cost of proving key facts to the adversary.

Confidentiality Agreements
Information considered to be a trade secret, confidential or proprietary may be a

client’s most important business asset. Sharing it may expose the client to serious,
crippling risks. A trial lawyer charged with protecting the client’s most important
information needs as many tools as reasonably possible. If asked to review the
Confidentiality Agreement (that may be Exhibit 1 to the client’s TRO application), the
experienced intellectual property trial lawyer may recommend the agreement expressly
provide that the recipient have both a contractual and fiduciary duty. Because it is not
uncommon for confidentiality agreements to track language in the Uniform Trade Secret
Act in describing the type of information that will not be considered trade secret or
confidential, the trial lawyer may also recommend that the confidentiality agreement
state that all information provided by the client is presumed to be confidential, and that
the recipient has the burden to prove the information is in fact not confidential. Putting
the onus on the recipient to prove a legitimate basis for any disclosure or use outside
the scope of the agreement creates leverage for the client at the injunction stage and at
trial.

“Standard” Terms and Conditions
An invoice for the sale of a good should contain the seller’s desired terms of sale. If

an issue is not covered, the UCC should control. But as an experienced commercial
trial lawyer knows, the UCC does not necessarily provide the desired degree of
leverage or efficiency in litigation against the buyer. These goals are achieved by
eliminating issues of fact that involve discovery and trial. For example, a commercial
trial lawyer asked to review the client’s invoice for litigation issues may recommend that
specific times for rejection of goods, or for revocation of acceptance, should be
specified because the UCC standards for rejection and revocation involve questions of
fact that often preclude summary adjudication and are expensive to prove.

Asset Purchase Agreements
Resolution of claims involving earn-out provisions may involve expensive litigation

over the scope of the buyer’s duty to realize revenue and profits from the acquired
assets. Counsel with experience litigating earn-out provisions may recommend specific
language to define the duty and the presumptions affecting proof of compliance with
that duty. This may transform the buyer’s duty to prove breach into a seller’s duty to
prove performance, thereby providing the buyer leverage in settlement negotiations,
and a stronger position in a trial or arbitration.

Arming Your Trial Lawyer
Your key agreements and communications should reflect strategic use of rights, 

duties, burdens of proof and presumptions
by Mark Frazier, Partner and George Gorman, Associate, Rutan & Tucker LLP

Limited Liability Operating Agreements
State law, particularly Delaware law, affords great latitude

in the terms and conditions that may be included in an
operating agreement. Disputes among LLC members, or
involving LLC managers, are often fact-intensive and not
susceptible to summary judgment, and hence, are
expensive. Trial counsel may recommend greater detail in
the expression of duties, and in some instances, may
recommend burdens of proof the manager must satisfy to

explain conduct. Even when the rights and obligations are stated in detail, the process
for resolving disputes may not fully anticipate the disruption caused by such disputes.
Injunctive relief may be available, but is frequently expensive to obtain, and may not
effectively minimize the disruption. To help address this issue, trial counsel may
recommend that the operating agreement set forth specific duties for managers and
both burdens of proof and presumptions for certain conduct, as well as specific criteria
for a court to consider in fashioning injunctive relief.

Arbitration Agreements
Arbitration can be speedy and relatively inexpensive, or it can be protracted and

excessively expensive, depending on a number of factors, including the arbitral forum
and the body of applicable arbitration law. Counsel experienced with arbitrations
through JAMS, AAA and other arbitration providers may recommend a particular
provider to obtain the best “pool” of potential arbitrators for the types of claims that may
be subject to arbitration. Arbitration counsel are aware that the rules and procedures of
these providers may differ in significant respects, including the procedures used to
manage cases and the availability of certain remedies for misconduct in the arbitration.
Counsel may recommend a specific provider to better control the pace and complexity
of the arbitration, to obtain certain remedies, and to reduce costs. Whether a particular
claim is subject to arbitration often depends on whether Federal or state arbitration law
applies. For example, Federal arbitration law may allow the client to pull certain claims
into arbitration that otherwise would be reserved to litigation in state court. By
specifying the applicable arbitration law, the client may avoid costly litigation concerning
whether a specific claim must be arbitrated and minimize the potential risk that some
claims are arbitrated while other claims proceed simultaneously in court, or remain
stayed pending completion of the arbitration.

Conclusion
These examples are based on actual disputes that could have been resolved more

quickly at a significantly lower cost had certain rights and duties, burdens of proof and
presumptions been incorporated into the written evidence to assist trial counsel. We
welcome pre-dispute collaboration with our clients during drafting of key corporate
transactional documents and communications.

T

Mark Frazier
Mark Frazier is the head of the Firm’s Trial Section and

has litigated cases in state, federal and bankruptcy courts
as well as counseled clients in a wide range of substantive
areas. Mr. Frazier’s business litigation practice focuses on
cases and matters involving complex business disputes,
fiduciary and financial issues, unfair competition, business
interference and fraud, breach of contract, misappropriation
of trade secrets and confidential information, and trademark
and trade dress issues. His environmental practice involves
toxic contamination litigation, including breach of lease and
sale agreement cost recovery litigation. Mr. Frazier can be reached at
714.662.4623 or mfrazier@rutan.com.

George Gorman
George Gorman is an associate in the Firm’s Trial

Section, where his practice consists of a wide range of
business and civil litigation matters. Mr. Gorman has
represented a variety of companies and individuals in
matters involving commercial arbitration, insurance
coverage litigation, construction projects, writ petitions,
contractual indemnity issues, general contractual disputes,
corporate dissolution and breach of fiduciary duty claims,
and intellectual property. Mr. Gorman can be reached at
714.338.1814 or ggorman@rutan.com.
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About Rutan & Tucker LLP
Rutan’s objective is to handle each client’s matter effectively and efficiently to a

successful resolution. Our litigation specialists provide pre-dispute counseling in a wide
range of substantive areas, including the following: corporations, partnerships, limited
liability companies and joint ventures; intellectual property licensing and protection;

standard transactional documents; dealership, distributorship, franchise and license
relationships; real property transactions and environmental matters; lender, borrower
and guarantor relationships; secured transactions; and securities, mergers and
acquisitions, and investments transactions.
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ublic companies should continue to regularly examine and strengthen their
insider trading policies governing the use of Rule 10b5-1 plans.

Introduced by the Securities and Exchange Commission in 2000, Rule
10b5-1 and plans designed to fit within the rule are designed to provide public
company executives with a means to safely trade company stock without fear
of violating insider trading laws. The plans allow executives and others to

adopt prearranged parameters for acquiring or disposing of company stock so that a
broker may execute trades regardless of whether or not the executive subsequently
comes into possession of material non-public information. But recent investigations by
the Wall Street Journal, and subsequently the SEC, into perceived abuses of Rule
10b5-1 plans have called into question the effectiveness of many existing plans. While
Rule 10b5-1 plans remain a legal and helpful tool for executive officers desiring to sell
or purchase company stock, the recent heightened scrutiny compels companies to
review and update their trading policies to enhance the protection these plans offer the
company and its executives.

Rule 10b5-1 Plans – What Is Required
Rule 10b5-1 of the Securities Exchange Act of 1934 codified the SEC’s position that

a person can be held liable for trading on material, non-public information if he or she
was aware of this information at the time of the trade. Rule 10b5-1(c) was adopted to
provide an affirmative defense to 10b-5 liability if the person can establish that the trade
was made pursuant to a written plan adopted while the person was not in possession of
any material non-public information, and the plan meets the following criteria:

� it is in the form of a binding written agreement;
� it specifies the amount and price of securities to be traded and on what date, or 

provides a formula for determining such information; and
� it does not permit the person to exercise any further influence over how, when or 

whether to effect purchases or sales.
In addition, the plan must be entered into in good faith and not as a part of a scheme

to evade insider trading liability. 

Traditional 10b5-1 Plans Under Siege
Rule 10b5-1 plans landed in the spotlight following a series of articles published by

the WSJ beginning in late 2012. Suspecting that trading plans were being used to
evade insider trading liability, the WSJ investigated public company executives who had
executed sizable trades a week before their company released news. While many
executive trades were unremarkable, the WSJ found that a large percentage of
executives reported irregularly favorable gains or avoided losses. A few of the more
suspicious trades resulted in highly profitable sales just before stock prices fell due to
the release of unfavorable press. Another article noted that executives who traded
irregularly – for example, by cancelling an existing trading plan and adopting a new
plan – saw much greater gains than executives who traded consistently.

The SEC has yet to propose any amendments to Rule 10b5-1 but the ongoing media
attention has caught the eye of enforcers and interest groups. The U.S. Attorney’s
Office for the Southern District of New York and the SEC have reportedly opened
investigations into potential abuses of trading plans. Furthermore, the Council of
Institutional Investors (CII), a group of pension funds managing over $3 trillion in
assets, has spearheaded an effort to encourage the SEC to amend Rule 10b5-1 to
include stricter provisions on plan adoption.

What Your Company Can Do to Strengthen Executive 10b5-1 Plans
� Review and Update Insider Trading Policies and the Requirements Imposed

by These Policies on 10b5-1 Plans, and Require Pre-Approval of all 10b5-1 Plans:
Doing so should ensure the company is complying with its duty to monitor and deter illegal
conduct and will help to protect the company from liability as a “controlling person.”

� Expressly Prohibit Multiple Plans: Although multiple plans are not expressly pro-
hibited by law, multiple plans can create an appearance of manipulation and may raise
suspicions as to whether the plan was entered in good faith. Companies should consider
imposing restrictions on the adoption of multiple plans, with appropriate exceptions that
would permit overlapping plans in legitimate circumstances, such as in connection with
the sale of shares to pay tax withholding obligations upon the vesting of restricted stock
awards.

Rule 10b5-1 Trading Plans Under Siege: 
Steps Companies Should Take Now to Strengthen Plans

by Jay Herron, Partner and Shelly Heyduk, Counsel, O’Melveny & Myers LLP

� Require a Significant Waiting Period and Require that First Trades Do Not
Occur During a Regularly Scheduled Quarterly Blackout: Because Rule 10b5-1 does
not specify a waiting period between adoption of a plan and the first executed trade, there
is a concern that insiders will start new plans to capitalize on inside information. Courts
are likely to be unsympathetic to Rule 10b5-1 defenses when the plan trades commence
shortly after adoption. A waiting period of a significant length (30 or 60 days) coupled with
a requirement that the first trade may not take place during the company’s quarterly black-
out period should deter allegations that the plan was adopted with knowledge of material
non-public information.

� Limit Cancellations and Impose a Significant Waiting Period on Adoption of a
New Plan Following any Cancellation: Plan cancellations were a principal focus of the
WSJ’s investigations. Cancelling a plan and then adopting a new plan raises suspicions
that the executive acted on material non-public information. Companies should discourage
their executives from cancelling plans and should also consider prohibiting their termina-
tion during blackout periods.  In the event of a cancellation, companies would benefit from
imposing a significant waiting period before the executive may adopt a new plan.

� Limit or Prohibit Modifications: Amendments to plans can also create suspicion
that the amendments themselves are based on material non-public information. If en-
forcers see multiple amendments to a trading plan, it may lead to an inference that trades
were not pre-scheduled, and thus a Rule 10b5-1 defense would be unavailable. Compa-
nies should consider a policy that either prohibits modifications or limits modifications to,
for example, one per term. If modifications are allowed, the modifications should be fol-
lowed by a significant waiting period before the changes become effective to deflect ap-
pearances that the modification was made while in possession of material non-public
information.

� Restrict Timing for Adoption and Modification: The SEC rule does not explicitly
restrict the period during which insiders may adopt or modify their 10b5-1 plans, as long
as the insider is not then aware of material, non-public information. But if executives make
changes to plans during a blackout period defined by the company’s insider trading policy,
they could expose themselves to allegations of trading on material non-public information.
Adoption and modification of plans should be restricted to open trading windows.

� Require a Minimum Plan Duration: Consider requiring that 10b5-1 plans be of a
minimum duration. A minimum duration of, for example, six months may help support the
good faith adoption of the plan. At the same time, a 10b5-1 plan with a very long duration
may increase the likelihood that an executive may desire to modify or terminate the plan
prior to its expiration.

P

Jay Herron
Jay Herron is a partner in O’Melveny’s Newport Beach

office and a member of the Mergers & Acquisitions Practice.
He practices as a corporate lawyer representing private and
public companies and assists clients in mergers and
acquisitions and corporate governance matters. Contact Jay
at 949.823.6922. 

Shelly Heyduk
Shelly Heyduk is a counsel in O’Melveny’s Newport

Beach office and a member of the Capital Markets Practice.
Her practice focuses on advising public companies on a
wide range of securities law and corporate governance
matters. Contact Shelly at 949.823.7968.
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hen Congress adopted the Dodd-Frank Act,
it recognized that the activities of foreign
companies and traders could have a
significant impact upon U.S. companies and
the U.S. economy. The economic

transactions referred to as “SWAPS” were considered to require regulatory oversight. To
address this need Congress gave broad regulatory authority over certain activities taking
place outside the U.S. to the Commodity Futures Trading Commission (the “CFTC”), a
Federal agency which now has been assigned the role of regulating a host of companies
and businesses that had never heard of the CFTC before it was assigned its new
responsibilities. In general, the Dodd-Frank Act seeks to regulate entities and activities
that can impact our economy. The scope of the law encompasses persons whose activities
– either individually or in the aggregate – are deemed to have the requisite ‘‘direct and
significant’’ connection with activities in, or effect on, U.S. commerce within the meaning of
the Dodd-Frank amendments to the Commodity Exchange Act (the “CEA”).

On July 26, the CFTC published in the Federal Register1 “Interpretative Guidance and
Policy Statement Regarding Compliance with Certain Swap Regulations.” The CFTC’s
guidance clarifies when otherwise seemingly foreign companies and their activities will
become subject to U.S. “swap” rules. The CFTC did so by proclaiming that, for purposes
of its swap rules, it interprets the term ‘‘U.S. person’’ generally to include, but not be
limited to:

(i) any natural person who is a resident of the United States;
(ii) any estate of a decedent who was a resident of the United States at the time of

death;
(iii) any corporation, partnership, limited liability company, business or other trust,

association, joint-stock company, fund or any form of enterprise similar to any of the

W
Cross Border Application of the Swaps Provisions 

of the Commodity Exchange Act as Amended by Dodd-Frank
by John J. Giovannone, Shareholder, Greenberg Traurig LLP

foregoing (other than an entity described in prongs (iv) or
(v), below) (a ‘‘legal entity’’), in each case that is
organized or incorporated under the laws of a state or
other jurisdiction in the United States or having its
principal place of business in the United States;

(iv) any pension plan for the employees, officers or principals of a legal entity described
in (iii), unless the pension plan is primarily for foreign employees of such legal entity;

(v) any trust governed by the laws of a state or other jurisdiction in the United States, if a
court within the United States is able to exercise primary supervision over the
administration of the trust;

(vi) any commodity pool, pooled account, investment fund, or other collective investment
vehicle that is not described in (iii) that is majority-owned by one or more persons
described in clauses (i), (ii), (iii), (iv), or (v), except any commodity pool, pooled account,
investment fund, or other collective investment vehicle that is publicly offered only to non-
U.S. persons and not offered to U.S. persons;

John J. Giovannone
John J. Giovannone, a GT shareholder located in Orange

County, has more than 30 years of legal experience in a wide
range of corporate and securities matters. His experience spans
several public and numerous private securities offerings, venture
capital financings, fund formation, including hedge funds and
commodity pools, a large number of public and private mergers
and acquisitions, the representation of foreign investors in U.S.
businesses, securities workouts and rescission offers,
bankruptcy, franchise matters, securitizations, derivative
instruments (including commodities transactions) and REIT
representation. One of the main areas of his practice is representing clients before the
SEC, the Commodity Futures Trading Commission, FINRA and the National Futures
Association, both on regulatory compliance and enforcement matters with particular
emphasis in recent years on compliance with the Dodd-Frank Act. 949.732.6617 /
giovannonej@gtlaw.com.

About Greenberg Traurig LLP
Greenberg Traurig, LLP is an international, full-service law firm with approximately

1750 attorneys serving clients from 36 offices in the United States, Latin America,
Europe, the Middle East and Asia. In the U.S., the firm has more offices than any other
among the Top 10 on The National Law Journal’s 2012 NLJ 250. For additional
information, please visit www.gtlaw.com.
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ecent stories in the news have increased public awareness and fueled debate
concerning individuals’ reasonable expectations of privacy. Particularly in
California, where principles of privacy are enshrined in our State Constitution
and buttressed by a host of federal and state regulations, we have come to
expect that the law curtails the ability of third parties to access our personal
information or tell us what to do.  Unique and complex questions are triggered

when an employee’s expectations of privacy conflict with an employer’s objectives to
control what happens in the workplace.

To address thorny employee privacy questions, it is helpful to understand that California
courts recognized two general categories of privacy interests.

� Informational Privacy: Interests in preventing the dissemination or misuse of sensitive 
and confidential information. 

� Autonomy Privacy: Interests in making intimate personal decisions or conducting 
personal activities without observation, intrusion or interference.

In the employment context, informational privacy concerns may be violated by the
employer’s failure to safeguard confidential information about an employee through
allowing files or data to be accessed. Autonomy privacy interests are violated when an
employer interferes with the private life and activities of an employee through invasive
conduct or policies. There are five specific risks that employers face related to the distinct
privacy interests.

Risk Number 1: Medical Examinations and Information
During employment, an employer generally cannot subject an employee to a medical

examination or demand information regarding an employee’s physical condition. There are
exceptions to this which may justify a medical exam under unusual circumstances. Where
the inquiry is job-related and consistent with business necessity, it may be permitted. For
example, certain higher risk jobs which may jeopardize employee or public safety may
justify medical examinations. If a company is contemplating a medical examination
requirement, it should be prepared to provide a justification along those lines.

Once the medical examination is done, the employer should be aware that it has now

Recognizing Employee Privacy Issues in the Workplace
by Kent Schmidt and Jessica Linehan, Dorsey & Whitney

triggered new liabilities simply by virtue of being a custodian of medical information. The
Confidentiality of Medical Information Act (CMIA) obligates the employer (and others) to
safeguard certain health related information. Like many California statutes, the CMIA
requirements are broader than the federal law.

Risk Number 2: Drug Tests
Similarly, drug testing during employment may be permitted depending on justification

(health and safety) and the manner of administration – balancing of drug test’s intrusion
versus employer’s interest. There are various factors to be considered to determine
whether drug testing violates an employee’s right to privacy. Where there is reasonable
suspicion of drug use, requiring an employee to undergo testing may be permitted.
Employers may also require testing in heavily regulated industries or for certain narrow
job classifications.

Whether drug testing is permitted is the first consideration. Equally important are
questions concerning the manner in which a test is administered. Drug testing is an
inherently invasive act and sensitivities should be observed while adhering to basic
standards of professionalism. In most cases, it is advisable to retain an outside testing
service rather than having your company’s resident “Dwight Schrute” (from The Office)
take matters into his own hands.

Risk Number 3: Computer Use
The general rule in California is that an employee has no reasonable expectation of

privacy when using a company computer and whatever expectation may exist can be
further reduced with well written policies. There are some exceptions to this rule. For
example, if an employee is communicating with his or her attorney and the company
knows that the communications are likely privileged, it should not seek to access or read
those communications. Second, if the employee is keeping files or e-mails marked
“private” on a computer, an argument exists that, even if the employer has a contractual
right to review material, it cannot access those folders simply out of curiosity and without
a justification. Under recently enacted legislation in California, an employer is not
permitted to require an employee to turn over a password to a private social media
account even if the account has been accessed from a work computer.

Risk Number 4: Off Duty Conduct Including Romantic Relationships
California law reflects a public policy that prohibits employers from taking adverse

employment actions based on an employee’s off-duty activities. To state the obvious, an
employer cannot invade an employee’s privacy by insisting that he or she refrain from
legal activities or communications on their own time. There are a few exceptions to this
rule. An employer may of course prohibit an employee from running a competing
business. An employer may prohibit an employee from dating a subordinate. An employer
arguably has an interest in discouraging illegal activity (if “Walter White” or “Jesse
Pinkman” are running your office) but off-duty conduct that is not illegal or directly
detrimental to the employer is generally protected.

Risk Number 5: Internal Investigations
Employers must also tread lightly when engaging in internal investigations. Courts

balancing employee and employer interests in this context sometimes look to police
protocols as guiding principles. Typically, the scope and extent of an employer’s internal
investigation of employee misconduct must be reasonable based on something akin to
probable cause and not harass or unnecessarily invade the employee’s reasonable
expectation of privacy. Use of overzealous investigators who use fraudulent means to
obtain information, even if prompted by a reasonable suspicion of wrongdoing by the
employee, may expose the employer to liability.

This list is by no means exhaustive and the illustrations provided do not reflect hard and
fast rules. Every case is different and claims may rise or fall based on unique facts. The
hallmark of privacy considerations – reasonableness of intrusion and the intended
interests – are always at the center of the analysis.

For more information, please visit www.dorsey.com.

R

Kent Schmidt and Jessica Linehan
Kent Schmidt and Jessica Linehan are attorneys with Dorsey & Whitney LLP in

Orange County. Jessica Linehan practices exclusively in the area of labor and
employment law. Kent Schmidt is a Partner who practices in the area of general

business litigation. He is also author of
“Left Coast Law,” a blog that discusses
the legal environment in California and its
impact on businesses, residents and
consumers: www.leftcoastlaw.com.
Contact Kent at
Schmidt.kent@dorsey.com or
714.800.1445. Contact Jessica Linehan at
Linehan.jessica@dorsey.com or
714.800.1428.
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usinesses have learned how to terminate
employees ethically and legally to reduce
future wrongful termination litigation.
However, the role and impact terminated
employees may have on unrelated future
litigation involving the business is

frequently not evaluated, let alone addressed in
advance.

Consider Bob, a smooth talking manager for ABC
Co.’s accounting software systems. Bob’s part of the sales pitch; considers himself a
closer. Bob’s significant shortcomings are managing costs and software integration. Bob
has been repeatedly counseled. After several over-budget projects, Bob is fired.  He
accepts a severance package in exchange for a release. Bob returns his company cell
phone and laptop, both of which are wiped clean and reassigned to other employees. Bob’s
ego suffers a blow. He blames the company and moves out of state. Six months later,
ABC’s general counsel learns that Bob’s last project will soon be in litigation because Bob
took short cuts that caused integration setbacks for ABC’s customer. Bob has already been
interviewed by the customer’s litigation counsel. The general counsel cannot find many of
Bob’s records and e-mail that would support ABC’s defense. Bob refuses to meet with
ABC’s lawyers. Bob’s deposition goes poorly for ABC, who is then forced to settle on
unfavorable terms.

Bob’s impact on ABC’s litigation could have been anticipated and mitigated. Every former
employee is a potential witness. After terminating an employee, that witness can: become
hostile, become unavailable, fail to retain records or evidence before they depart, forget
information and fail to inform the company of facts or issues important to a claim, existing
case, or future case. Bob may be a somewhat extreme example, but any witness who is
less than 100% cooperative and who does put in the time necessary to be adequately
prepared to testify can dramatically impact the outcome of litigation.

Understanding the ethical rules regarding employee contact by opposing counsel is
important. Current employees may not be contacted directly by your adversary’s counsel if
the company is represented by counsel. (Rule 2-100 of the Rules of Professional
Responsibility). This rule does not apply to former employees. Continental Ins. Co. v.
Superior Court, 32 Cal. App. 4th 94, 120-21 (1995) (“paragraph (B)(2) of rule 2-100
properly is construed to apply only to current employees”). Depending upon the case, a
former employee that is no longer under your company’s control may be contacted and
interviewed by your adversary’s counsel. Id.

B
The X (Employee) Factor: Anticipating Collateral Litigation Ramifications 

When Terminating Employees
by Thomas L. Vincent, Partner, Payne & Fears LLP

The former employee’s impact on litigation can be
evaluated and addressed various ways. General
counsel should consider where potential claims
may arise and what role the employee may play.
Employee cooperation is key to obtaining
information. The process should start before the
employee is notified of the adverse employment
decision. Once the employee learns of the
termination, the level of cooperation usually

changes, sometimes significantly.
Some potential claims may be known at the time the termination decision is made.

Consider interviewing and obtaining key information and documents from the employee in
advance of the termination. This should include copies of all electronic information stored
on cell phones, laptops and home computers. If the claims are significant, have the
employee sign a declaration stating key facts that the employee will need to affirm later in
deposition, arbitration or trial. The declaration helps preserve testimony, may prevent an
employee from changing testimony later, or can be used to impeach the employee if he or
she later becomes hostile. After the employee is terminated, retain company issued
computers and cell phones for data collection later. Obtain solid contact information for the
employee, including alternative contacts, and determine which remaining employees are on
good terms with the former employee for contact at a later date.

Properly handing an employee termination is often difficult and complicated on its own.
Consideration of the impact such adverse employment decisions have on litigation should
also be part of the process.

Thomas L. Vincent
Thomas L. Vincent is a partner and member of the Business

Litigation Group of the Orange County office of Payne & Fears
LLP.   Mr. Vincent specializes in business, real estate and
construction litigation, including trial and appeal and construction
transactions. He represents a variety of clients in business
litigation matters involving diverse industries.  Mr. Vincent can
reached at 949.851.1100 or tlv@paynefears.com.
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ugano Diamonds, a world premier jeweler, is proud to announce the opening of its
Salon at Montage Laguna Beach. The Salon enables Lugano’s stunning jewelry to
be showcased in an intimate setting at one of the highest-awarded and most-
renowned resorts in the country.

“Lugano Diamonds and Montage Laguna Beach share many of the same
philosophies,” said Moti Ferder, president and design director of Lugano Diamonds. “The
experience, whether purchasing jewelry or spending time with cherished friends and
family, should be exceptional and worthy of the occasion.”

Lugano Diamonds’ access to the rarest, most flawless and luminous stones allows the
company to offer the highest-quality diamonds and gems; these exquisite stones serve as
the basis from which each piece is masterfully crafted. Along with a stunning selection of
jewelry available at Lugano’s Montage Salon, the company’s Newport Beach Salon offers
an unmatched inventory of one-of-a-kind jewelry masterpieces.

For additional information regarding Lugano’s Montage Salon, located at 30801 S Coast
Hwy. Laguna Beach, Calif., opened daily from 10 a.m. to 6 p.m., please contact Salon
Manager, Maria Amato, at 949.715.6233 or maria@luganodiamonds.com.

Lugano Diamonds Newport Beach Salon is located at 620 Newport Center Drive,
Newport Beach, CA 92660. For more information, please visit www.luganodiamonds.com,
call 1.866.584.2666 and “Like” Lugano Diamonds on Facebook.

L
Salon at 

Montage Laguna Beach
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ocial media is big and getting bigger by the
minute. Although this form of communication is
new, the risk of defamation liability to
employers and employees is as old as pen
and parchment.

To their employers’ lament, many employees
think that their comments on the internet are immune
from defamation, or that couching a statement as an
opinion will protect them. These are myths. People can
be liable for defamatory statements made on social media, and purported opinions can
be actionable.

The point is employers can be liable for defamatory statements made by their
employees, no matter the vehicle of communication. As long as the statement was made
within the scope of employment, the employer need not even know about it, and the
statement need not have been made for the benefit of the employer. Whether an
employee was acting within his scope of employment involves the employee’s intent; the
nature, time and place of the employee’s conduct; the precise work the employee was
hired to do; the incidental acts the employer should reasonably have expected the
employee to perform; the degree of freedom allowed the employee in performing his or
her duties; and, the amount of time consumed in the personal activity.

In one case, the court found the employer vicariously liable for the employee’s actions
because the employee was salaried; he was given authority by the employer to conduct
a solicitation campaign as he saw fit; and he employed others to assist him, with their
salaries and expenses being paid by the employer.

Whether a so-called opinion is actionable, depends on whether the facts supporting
the opinion are implied or express, and whether those facts are correct and complete.
For example, the statement, “I think Jones is an alcoholic,” is an expression of opinion
based on implied facts. If there is no such factual basis for the assertion, then the
statement is actionable, even though phrased in terms of an opinion.

A statement that discloses all the facts on which the opinion is based does not imply
there are other, unstated facts. For example: “I think Jones is an alcoholic, because he
moved in six months ago, and I have seen him during that time only twice, in his
backyard around 5:30, seated in a deck chair with a drink in his hand.” In this case, the
opinion is actionable only if the disclosed facts are false.

Courts have found “opinions” expressed through social media
are actionable, and employers and employees need to understand
that the internet is no safe haven for defamatory statements.

S

Employers (and Employees) Beware
Defamatory statements on the internet can be 

actionable in a court of law
by Mark S. Adams, Trial Lawyer, Jeffer Mangels Butler & Mitchell LLP

Mark S. Adams
Mark S. Adams is trial lawyer at Jeffer Mangels Butler &

Mitchell LLP.  He has tried numerous cases in state courts,
federal courts, and in domestic and international arbitrations.
Contact Mark at MarkAdams@jmbm.com or 949.623.7230.

Recent Legislative Efforts
The Executive Office is not alone in their desire to reform patent law beyond the AIA.

Several bills have been proposed with similar aspirations as the executive actions and
legislative recommendations detailed above. For example the, “Patent Litigation and
Innovation Act of 2013” 6 proposes to heighten pleading requirements, improve protection of
end users, and provide sanctions for abusive litigation, among other things. Another bill,
“Stopping the Offensive Use of Patents (STOP) Act”7, was introduced to improve the
transitional program for covered business method patents and proposes an expansion of the
pro bono program at the Patent Office. 

In addition, several bills have proposed fee shifting as a way of defending against PAEs.
For example, the “Saving High-Tech Innovators from Egregious Legal Disputes Act (Shield
Act)”8 provides for the recovery of computer hardware and software patent litigation costs in
cases where the court finds that the claimant did not have a reasonable likelihood of
succeeding. This would allow recovery of full litigation costs to the prevailing party, including
reasonable attorney’s fees. It was intended that this act would shift the financial burden of
litigation to “patent trolls.”9 Similarly, the “Patent Abuse Reduction Act of 2013”10 proposes
shifting the responsibility for the cost of litigation to the losing party. These bills, in addition to
several others, demonstrate that the actions of the Executive Office have not gone unnoticed.

1 President’s Council of Economic Advisers, the National Economic Council, and the Office of Science &
Technology Policy, Patent Assertion and U.S. Innovation, (June 2013),
http://www.whitehouse.gov/sites/default/files/docs/patent_report.pdf.

2 Office of the Press Secretary, FACT SHEET: White House Task Force on High-Tech Patent Issues, (June, 4
2013), http://www.whitehouse.gov/the-press-office/2013/06/04/fact-sheet-white-house-task-force-high-tech-
patent-issues.

3 Office of the Press Secretary, FACT SHEET: White House Task Force on High-Tech Patent Issues, (June 4,
2013), http://www.whitehouse.gov/the-press-office/2013/06/04/fact-sheet-white-house-task-force-high-tech-
patent-issues.

4 Dennis Crouch, Patent Reform 2013: Adding Clarity and Transparency to the System, (June, 4 2013),
http://www.patentlyo.com/patent/2013/06/patent-reform-2013.html.

5 Gene Quinn, Obama on Patent Trolls – Much Ado About Nothing, (June 4, 2013),
http://www.ipwatchdog.com/2013/06/04/obama-on-patent-trolls-much-ado-about-nothing/id=41268/.

6 Patent Litigation and Innovation Act of 2013, H.R. 2639, 113th Cong. (2013).
7 Stopping the Offensive Use of Patents Act (STOP Act), H.R. 2766, 113th Cong. (2013).
8 Saving High-Tech Innovators from Egregious Legal Disputes Act of 2013, H.R. 6245, 112th Cong. (2012)
9 DeFazio Introduces SHIELD Act to protect American Innovation, Jobs, (2012),

http://defazio.house.gov/index.php?option%3Dcom_content%26view%3Darticle%26id%3D792:defazio-
introduces-shield-act-to.

10 Patent Abuse Reduction Act of 2013, S. 1013, 113th Cong. (2013).

THOMAS WHITELAW
continued from page B-60
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(vii) any legal entity (other than a
limited liability company, limited liability
partnership or similar entity where all of
the owners of the entity have limited
liability) that is directly or indirectly
majority-owned by one or more persons
described in (i), (ii), (iii), (iv), or (v) and
in which such person(s) bears unlimited
responsibility for the obligations and
liabilities of the legal entity; and

(viii) any individual account or joint
account (discretionary or not) where the
beneficial owner (or one of the
beneficial owners in the case of a joint
account) is a person described in (i),
(ii), (iii), (iv), (v), (vi), or (vii).

In other words, if a company’s U.S.
investors, managing members and
general partners are not effectively
shielded from liability for the swaps
entered into by foreign funds, those
funds will be required to comply with the
transaction level requirements of the
CEA (including the requirement that
they be conducted solely on an
exchange or designated swap
execution facility), and with CFTC
regulations for swaps. In this regard,
special care must be taken because
entities which “guaranty” or otherwise
assume liability for the swap or general
obligations of foreign funds and
companies will likely be swept into the
definition of a U.S. Person and become
subject to the transaction level
requirements of U.S. swap rules, and
foreign entities that benefit from such a
guaranty may become subject to the
regulatory authority arising from this
definition.

1 See 78 FR 45292

GREENBERG TRAURIG
continued from page B-72

t Hauck Cosmetic
Dentistry, going to the
dentist will become a
relaxing experience and
you’ll leave feeling at ease.
Dr. Douglas J. Hauck

offers a unique concierge dentistry
service that allows patients to
develop an ongoing relationship with him.
With this service, clients receive the
utmost care and availability of the doctor.
Whether just visiting the area for a
couple days or in between work trips, Dr.
Hauck guarantees that he will be available for all your
dental treatments, general or cosmetic. He understands

A
Ensure a Stress-Free Smile 
with Concierge Dentistry

your busy lifestyle and therefore offers an at-your-service
dental plan that allows you to complete all your necessary
dental work in a timely manner. This service allows you to
come in at your convenience whether it be early morning,
evening, or weekend.

� 95% of patients would recommend him to friends and     
family

� Over 90 patients gave him five stars
� “Dr. Hauck has been my dentist for over five years…

I am very happy with the quality of dentisty and expert 
advice. I am so lucky to have found an incredible dentist 
and extraordinary dental practice. As always, thank you!” 
– Caryn B.

� “Once again, it was a pleasure to have such prompt, 
friendly and professional attention to my dental needs. 

After seven years, it just keeps getting
better.” 

– Reid M.

“I am a perfectionist,” Dr. Hauck says. “I
consider it a privilege when patients trust
me with their smiles and it is always my
intent to give them something to really smile
about. I believe in providing quality care and
prevention with integrity.”

Hauck Cosmetic Dentistry is conveniently
located in Newport Beach and the free
parking makes for hassle-free visits. To
begin your dental journey with Dr. Hauck
please visit exclusivesmile.com, email
info@exclusivesmile.com, or call
949.729.9950.

Dr. Hauck
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Alyson Barker
The Wet Seal Inc., Foothill Ranch

In May 2012, Alyson Barker joined The Wet
Seal Inc. as the sole in-house lawyer for the
tween fashion retailer with 526 stores in 47
states and Puerto Rico. As director of legal
services, Barker was tasked with overseeing
and managing all of the company’s legal
matters following a long period without any in-
house counsel. Barker had barely settled into
her new job, when she was confronted with
one crisis after another. In July 2012, The Wet
Seal faced a class action alleging that the
company discriminated against current and
former African American employees in various
employment practices. In October 2012,
Barker awoke one morning to learn that the
company’s shareholders had voted out most of
the incumbent board members and leadership.
Overnight, Barker developed a strong working
relationship with the new board members,
serving as a resource to them as they worked to implement new corporate strategies while
ensuring compliance with SEC requirements. Under Barker’s leadership, The Wet Seal
reached an amicable resolution of the class action. When announcing the resolution, the
company was able to report first quarter fiscal sales results that exceeded prior forecasts.
On May 9, the company’s stock rose over 6% on the combined news, and has continued on
an upward trend.

Michael Baroni
Palace Entertainment, Newport Beach

Michael Baroni handles all legal affairs,
including overseeing all safety, human
resources, insurance and risk management for
Palace Entertainment, the world’s third-largest
amusement park company. In the Orange
County/Los Angeles area, Palace features
Boomers!, Castle Park, LA Speedzone and
Raging Waters. Baroni has played a pivotal
role in several amusement park acquisitions
for Palace including Noah’s Ark in Wisconsin,
Dutch Wonderland in Pennsylvania and
Waterworld in California. In addition to his legal
responsibilities, Baroni also assists the
company’s worldwide headquarters in Madrid,
Spain on a variety of projects. Baroni has
written more than 100 articles on a diverse
range of topics that have been featured in The
New York Times, The National Law Journal,
Orange County Lawyer, Business Law Journal
and The Recorder. Recently, Baroni was
named to the Daily Journal’s “Top 20 GCs in California” and was interviewed in for the book,
Legal Visionaries.

Christine Besnard
MFLEX, Irvine

Christine Besnard is executive vice
president, general counsel and secretary of
MFLEX, one of the largest global flexible
circuit manufacturers and assemblers.
Besnard was appointed to this position in
March 2006, after serving MFLEX as general
counsel since August 2004. She provides legal
advice to senior management, as well as
prepares company legal filings with the
Securities and Exchange Commission (SEC).
Besnard also negotiates and drafts the
company’s commercial contracts. Prior to her
position at MFLEX, Besnard was senior
corporate counsel at Sage Software Inc. and
she also served as a corporate securities
associate at Pillsbury, Madison and Sutro LLP.
Besnard received a bachelor’s degree in
political science from San Diego State
University and a J.D. from the University of
Southern California Law Center, where she
was senior editor of the Southern California Interdisciplinary Law Journal.

Joanna Blake
SWH Mimi’s Cafe LLC, Irvine

Mimi’s Cafe was founded in 1978 as one restaurant in Anaheim, Calif. and in the last 35
years has grown to 145 restaurants. Joanna Blake joined Mimi’s in November 2009 as
senior director of legal affairs. When Blake started, Mimi’s was spending in excess of $1
million in employment-related legal fees. By 2012, Blake had cut that number to one-third of
what it was when she started. To accomplish this, Blake built strong cross-functional

2013 General Counsel Award Nominees
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relationships among operations, restaurant
management and human resources. In 2012,
Bob Evans Farms Inc. announced that it was
exploring strategic alternatives for the Mimi’s
brand, including a potential sale. Blake played
an important role in demonstrating the strength
of Mimi’s employment and other risk and
compliance practices to potential buyers. Le
Duff America Inc. purchased Mimi’s in
February 2013. In the wake of the sale, Blake’s
role has expanded beyond employment to a
general counsel function. Blake is also actively
involved with the Association of Corporate
Counsel and for the past two years, she has
been a guest speaker at the Orange County
and Los Angeles County chapters of ACC.

Jennifer Bryant
Pacific Dental Services, Irvine

Jennifer Bryant joined Pacific Dental
Services (PDS) in 2002 to support this
emerging company in its development as a
leader in providing business support services
to dental practices. In 2002, PDS supported 20
dental practices in Southern California. Since
that time, Bryant has assisted in guiding the
company in its rapid growth by providing legal
support for acquisitions and growth in new and
existing markets. Bryant and her team support
complete nearly 200 individual transactions
annually (including acquisitions), and maintain
approximately 1000+ entities. Bryant was one
of the principals in a team working to structure,
negotiate and close the company’s multi-
million dollar syndicated credit facility in 2007
with subsequent restructures to increase
borrowings and obtain more favorable terms in
2010, 2011 and 2012. Bryant also led her
team this year to complete a massive legal restructure of PDS. Due in part to Bryant’s
efforts, the company is optimally positioned to continue its high growth plan into the future.
The legal department under Bryant’s leadership was named the PDS Department of the
Year in 2007 and 2011. In addition, in 2012, she received a Pacific Dental Services XP Gold
Award for Extraordinary Performance as nominated by her peers within PDS.

Donald Bunnin
Allergan Inc., Irvine

Donald Bunnin arrived at Allergan in 2010,
and during his tenure has managed critical
cases in a wide variety of fields (such as
product liability, patent infringement,
employment and commercial litigation) to
successful outcomes through creative
strategies. Bunnin has also managed several
projects outside of the litigation arena with
highly positive results. Bunnin has been a
significant contributor in key Botox, breast
implant and Lap Band product liability cases,
and he has handled sensitive matters with the
government. In addition, he has contributed a
great deal to an important Acuvail patent case,
multiple cases based on the false claims act
and several high-level employment cases. In
addition, Bunnin was recognized in June 2013
as one of the six finalists for the Global
Counsel Award for Litigation presented by the
Association of Corporate Counsel. Bunnin has a bachelor’s degree in political science from
the University of Michigan and a J.D. the University of Southern California. 

Eric Chamberlain
Bank of America, Newport Beach

Eric Chamberlain is associate general
counsel and senior vice president of Bank of
America. In his role, Chamberlain leads legal,
regulatory and transactional support and serves
as general counsel for the bank’s Consumer
Banking Services division, which advises and
serves over 50 million customers and clients,
and manages customer service contact centers,
consumer product delivery and operations, and
consumer and business lending, among other
services. Chamberlain also serves as chief
legal officer and corporate secretary of entities
involved in the sale and servicing of consumer
and commercial insurance products. Prior to

2013 General Counsel Award Nominees
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joining Bank of America in 2006, Chamberlain served as senior corporate counsel for
Esurance Inc., where he supported the company’s growth from start-up stage to a
nationwide provider of auto, home and other consumer insurance products. Chamberlain
received his bachelor’s degree with honors from the University of California, Los Angeles,
and his J.D. from the University of California, Hastings College of the Law. Chamberlain
currently serves on the board of directors for Laura’s House, a nonprofit organization in
Orange County focused on domestic violence.

John Cochrane
Razor USA, Cerritos

Razor USA LLC was formed to distribute the
now ubiquitous Razor kick scooter in the
United States in June 2000. As the popularity
of the product soared, John Cochrane was
brought into the company in April 2001. Since
then, Cochrane has been the sole legal officer,
involved in virtually all aspects of the legal
issues facing the company. Over time, the
Razor brand has grown into a global presence
and Cochrane was intricately involved in the
development of an international intellectual
property portfolio of patented, licensed and
branded youthful, high-energy products. Under
Cochrane’s direction, the brand is now globally
recognized and protected as Razor’s
trademarks and logos are subject to more than
600 international trademark applications and
registrations. Cochrane also provides legal
oversight and consultation in aspects of product development and marketing, including
consumer product and trade regulatory compliance, testing and legislative activities. He
maintains the point of interface with not just American safety regulations (CPSC), but he
also assists Razor in navigating the differing regulatory systems in other parts of the world
where Razor products are sold, including Europe, Australia, Asia, the Middle East and South
Africa.

Karen Crawford
Stearns Lending, Santa Ana

Karen Crawford brings more than 25 years of in-depth knowledge and experience as a

mortgage banking legal executive covering all
aspects of mortgage origination, sales,
servicing, mergers and acquisitions,
compliance and regulatory relations. Prior to
joining Stearns Lending, Crawford served as
chief risk officer at MetLife Bank, N.A., where
she was responsible for monitoring and
mitigation of credit, operational, legal and
regulatory risks of the bank’s operations.
Crawford’s career has included legal positions
with MetLife Home Loans mortgage division of
MetLife Bank, N.A., Fannie Mae and
Countrywide Home Loans. Crawford also
represented clients in a variety of real estate
and mortgage lending transactions during her
tenure in private law practice.

Julia Feldman
St. John Knits, Irvine

Founded in 1962 and headquartered in
Irvine, St. John Knits was once a small family
operation and is now a global luxury brand. St.
John is known for its innovative knits and
classic look worn by real power women in
every facet of their lives. In Julia Feldman’s
role as general counsel at St. John, most
appropriately, she embodies the St. John
power woman. Feldman has made exceptional
strides for the company on both an
international and local level. One of her
greatest achievements at St. John has been
helping the company expand its retail footprint
in Western Europe, Eastern Europe and
Russia. This growth included a new shop
opening in Tsum in Moscow and a large
expanded location in Harrods in the UK. In the
local community, Feldman is deeply involved
in the St. John legal internship program,
mentoring and working with participants from several local law schools. Feldman was born
in the Ukraine and completed her undergraduate degree in international affairs at GW in
Washington, D.C. She then went on to study international law at Georgetown University Law
Center.

David Flattum
PIMCO, Newport Beach

David Flattum is a managing director and
global general counsel of Pacific Investment
Management Company LLC (PIMCO), one of
the world’s largest global investment
managers. Prior to joining PIMCO in 2006,
Flattum’s association with the company began
in 1993, when as an associate at Latham &
Watkins, he assisted in the spin-off of PIMCO
from Paclife. Ultimately as a partner at the
same firm, he represented PIMCO in a number
of transactions, culminating in its sale to Allianz
Group of Germany in 2000. At PIMCO, Flattum
oversees legal and compliance matters for
PIMCO’s offices in 12 countries, trading
operations in six countries, and a complex of
367 funds that result in dealings with 28
regulators around the world. In his position,
Flattum oversaw development of significant new business areas as PIMCO has expanded
its offerings, including overseeing the introduction of the organization’s first active equity
funds in 2010 and developing of ETFs, including PIMCO’s first actively managed exchange-
traded fund, Total Return, which is the most successful actively managed ETF in

history. He holds a J.D. from Yale Law School and undergraduate degrees in philosophy
and electrical engineering from the University of
Southern California.

Mark Foster
Sabal Financial Group, Newport Beach

Prior to Mark Foster’s arrival, Sabal Financial
Group dealt with both the positive aspects and
the challenges inherent in the firm’s rapid growth
in both assets under management and
employee headcount. When Foster was hired in
June 2012, he optimized a consistent system of
processes during a burgeoning period of growth,
allowing for record deal-flow to continue
prospering. Foster is successful in his role as
the go-to person at Sabal when a deal threatens
to unravel, urgent decisions must be made or a
logjam needs to be broken. Foster’s role as

2013 General Counsel Award Nominees

GENERAL-Guide_Layout 1  8/23/13  9:31 AM  Page 82

http://www.razor.com


AUGUST 26, 2013                                                                                                                       GENERAL COUNSEL AWARDS Advertising Supplement ORANGE COUNTY BUSINESS JOURNAL B-83

general counsel involves the legal oversight of large non-performing loan portfolios, which
Sabal has acquired in 46 states across the U.S. Many of these loan portfolios deal with
complex scenarios involving foreclosure, collection issues, negotiation of losses and
litigation matters and Foster oversees a number of legal teams managing the matters. He
has also been integral to the establishment of Sabal Financial Europe, a company
representing the firm’s first foray into the global business environment. Foster attended the
University of Southern California where he received both his J.D. and B.A. in international
relations, political science and economics.

Chad Franks
Decton Inc., Irvine

Chad Franks began his role as VP/general
counsel/secretary to the board at Decton Staffing
Services over five years ago. Prior to this, Franks
litigated a large group of consolidated civil cases
for nearly seven years before the Complex
Division of the California Superior Court. Decton
Staffing Services provides premier contingent
workforce solutions to many of Southern
California’s largest organizations, including
clients who seek professional, administrative,
medical, IT, engineering, construction and light
industrial staffing solutions. When Franks began
his employment at Decton, he immediately built
its Legal, Human Resources, Risk Management,
and Safety Divisions. Franks oversees everything
at the company from marketing efforts and hiring
protocol to delicate termination issues. On the
acquisition side, Franks has assisted Decton’s
CEO with four acquisitions, three within the last year. Franks looks forward to Decton’s
newest ventures: the acquisition of a leading IT company in Orange County as well as the
premier nurse staffing company in Southern California. He attended Thomas Jefferson
School of Law in San Diego where he received five AmJur awards and competed as a
member of the Mock Trial Team.

Ashley Good
Arbonne International LLC, Irvine

After nearly five years of private practice, Ashley Good joined Arbonne in 2007 as
corporate counsel, where she was able to put her extensive corporate experience to work.
Her career quickly rose and was promoted to senior corporate counsel, and then vice

president, legal before moving into the general
counsel position in 2010. Her title recently
changed to chief legal officer when she also
became responsible for the company’s
regulatory department, which ensures the
company’s products and practices are
compliant in all the markets in which it
operates. Good spends a significant amount of
her time overseeing strategic projects for
Arbonne, including the launch of the Arbonne
Charitable Foundation in 2012, for which she
continues to serve as a board member, the
improvement and relaunch of Arbonne’s
Preferred Client program in September 2012
and initiatives to continually improve
compensation and incentives for Arbonne’s
approximately 250,000 independent consultant
distributors located in four countries. The
results of these strategic initiatives have
contributed to Arbonne’s year-over-year double-digit growth each month since April 2012.

David Goodwin
Oakley Inc., Foothill Ranch

There are many goals and objectives that
David Goodwin has achieved while as a
member of Oakley Legal. As a supplier for the
United States military, a number of Oakley
products are subject to International Trafficking
of Arms Regulations (ITAR). Given the
regulatory burdens imposed by ITAR when
attempting to sell or ship products overseas,
Goodwin works very closely with the Oakley
Military Team. He has restructured the
company’s internal ITAR compliance program
not once, but twice in response to changes in
business models and perceived business goals
to meet the needs and timelines of the
business. Goodwin is known at Oakley as a
team player who is not afraid to “get in the
trenches” with the business. For example, in a
recent dealing with the UK Ministry of Defense,
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Goodwin got on a commercial flight at the last moment after a RFP denial, met the sales
team in London for a debrief and then traveled to Hereford (former home of the British SAS)
to meet with key members of the Ministry of Defense.

Adam Gromfin
MerchSource, Irivne

As general counsel of MerchSource, Adam
Gromfin has full responsibility over the
company’s legal issues and is an integral part
of the executive management team and works
with all departments within the broader
organization. Beyond his typical daily general
counsel duties, Gromfin’s responsibilities have
spanned from leading the company through
what outside counsel called “the hairiest
merger [they] have seen” to executive
producing a number of TV commercials to
product development. Each day is spent with
a different team making sure the business
operations are running smoothly and helping
solve problems as they arise. MerchSource
markets and distributes consumer products
and gift items to retail stores. Gromfin joined
the company five years ago from Heller
Ehrman’s San Francisco office. At that time,
MerchSource’s operations ended at the Pacific Ocean and the company relied on an
intermediary to source the goods in China. Only three years after joining MerchSource,
Gromfin led the company through a multi-national share-exchange transaction, combining
MerchSource with ThreeSixty Sourcing. The deal closed in October 2011, two weeks after
the birth of his second son. Since closing the transaction, the pace has not slowed down;
Gromfin now acts as GC for all three entities.

Lily Hughes
Ingram Micro, Santa Ana

Lily Hughes was hired by Ingram Micro’s first general counsel in March 1997, shortly after
the company became public. She has been promoted to increasing areas of responsibilities
over her career at the company. Hughes is a trusted and respected vice president and
associate general counsel with an exceptional record of providing legal guidance and
support to a multi-billion dollar global corporation in Orange County. As Ingram Micro’s
business continues to evolve and expand in a highly competitive market, she has been

asked by Ingram Micro’s CEO, COO and
general counsel to lead the toughest
negotiations on behalf of Ingram Micro with
the company’s key partners. They have sought
her out due to her negotiating expertise, keen
business acumen and highly trusted
judgments, bringing favorable results that
have led to her increased involvement in even
more strategic business transactions, in
addition to her primary legal responsibilities for
corporate governance, corporate finance and
SEC/NSYE regulatory compliance. Since
2007, Hughes has developed and trained key
leaders of her company through negotiations
seminars in specialized executive MBA-type
Leadership Academies and Global General
Manager programs. She is also a sought after
mentor for informal “coaching” by many
executives at her company.

Christopher Lal
Tilly’s, Irvine

Christopher Lal has served as Tilly’s vice
president, general counsel and corporate
secretary since October 2012, and oversees
the company’s legal affairs. Lal previously
served as executive vice president and
general counsel at Thompson National
Properties. From 2007 to 2009, Lal held
positions at Sunstone Hotel Investors, most
recently as senior vice president, general
counsel and secretary. From 2005 to 2006, he
served at RemedyTemp Inc., most recently as
general counsel and assistant secretary. From
1998 to 2005, Lal was a corporate and
securities attorney at O’Melveny & Myers LLP,
an international law firm. Lal earned his B.A. at
the University of California, Santa Barbara,
and his J.D. at the University of Southern
California.

Jocelyn Leavitt
Quality Systems Inc., Irvine

From the time Jocelyn Leavitt was hired at
Quality Systems (QSI) she immediately
demonstrated both her knowledge and
leadership capabilities. Leavitt was brought on
board at a time when QSI was newly
developing its legal infrastructure at the
corporate level. This was concurrent with the
establishment of a corporate general counsel
office. Since the company’s inception, legal
was an outsourced function. Leavitt was part
of the new initiative to bring legal efforts in
house. She worked closely with the company’s
general counsel to start up the function,
develop public company policies and establish
procedures in accordance with best practices.
Leavitt was tasked with shaping the
department, and to this end, made significant
improvements to QSI’s in-house capabilities
for assessing and acquiring companies;
handled SEC compliance; aided in protecting the company’s intellectual property; managed
litigation; improved corporate governance; and, better supported finance and human
resources initiatives. In the fall of 2012, Leavitt was recognized for her contributions to the
company with a promotion to vice president, associate general counsel. Upon departure of
QSI’s general counsel in June 2013, Leavitt was unanimously selected by management and
the board to be the successor in this role.

Suzy Lee
ITT Cannon LLC, Santa Ana

Suzy Lee serves as general counsel for the
Interconnect Solutions business unit of ITT
Corp. and is a key member of the Interconnect
Solutions senior leadership team. Lee is
responsible for all legal matters for Interconnect
Solutions, an international manufacturer and
supplier of electrical connectors with worldwide
headquarters in Santa Ana. Lee has
distinguished herself as a strong contributor
since joining ITT in March 2008. Prior to ITT,
she held leadership positions with responsibility
for legal issues at United Technologies
Research Center, Pratt & Whitney and Otis
Elevator Co. Lee has legal bar admission status
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in New York, New Jersey, the District of Columbia and California (Registered In-House
Counsel). She earned her J.D. from Fordham University School of Law in New York, her
B.A. in art history and a B.F.A. from Cornell University in New York.

Eva Lehman
Western Digital Corp., Irvine

Eva Lehman joined Western Digital in
October 2010. Lehman is responsible for
overseeing all of Western Digital’s litigation
and pre-litigation matters globally; directly
managing its commercial and patent litigation;
developing and managing Western Digital’s
global Ethics & Compliance Program; and
overseeing aspects of the company’s risk
management function. Prior to joining Western
Digital, Lehman served as outside counsel to
Western Digital for 10 years. Her work has
included defending Western Digital in a toxic
tort action; pursuing Western Digital’s claims
against several high-profile financial
institutions for misrepresentations in their sale
of Auction Rate Securities to Western Digital;
and navigating a wide variety of global pre-
litigation matters, including customer disputes,
executive separation issues and vendor
disputes in jurisdictions including the United
States, Germany, France, Australia and
Argentina. 

Michael Mulroy
Questcor Pharmaceuticals Inc., Anaheim

Michael Mulroy joined Questcor in January
2011. From 2003 to 2011, Mulroy was
employed by the law firm of Stradling Yocca
Carlson & Rauth, where he served as a
partner from 2004. At Stradling Yocca Carlson
& Rauth, Mulroy represented Questcor and
other publicly traded companies. From 1997 to
2003, Mulroy was an investment banker at
Merrill Lynch and Citigroup. Mulroy earned his

J.D. from the University of California, Los Angeles and his B.A. in economics from the
University of Chicago. Questcor is a biopharmaceutical company focused on the treatment
of patients with serious, difficult-to-treat autoimmune and inflammatory disorders. Specific
areas of focus for the company are in the fields of neurology, nephrology and rheumatology,
and Questcor is currently supporting research efforts in a variety of conditions having
significant unmet medical need.

Keith Newburry
Edwards Lifesciences, Irvine

Keith Newburry has led the intellectual
property team at Edwards Lifesciences
through several intense years of patent
litigation with a major competitor of critical
importance to the company. The technology at
issue, the transcatheter heart valve, which is
transforming Edwards Lifesciences. At trial in
early 2010, the jury found that the company’s
competitor infringed an Edwards’ patent and
awarded the organization damages of $74
million. Newburry was pivotal in successfully
defending the patent against four
reexaminations at the U.S. Patent and
Trademark Office. During 2012, Newburry, and
his small team of four attorneys, filed 238 new
patent applications and 157 new trademark
applications. The company was issued 145
new patents and 67 trademark registrations.
Newburry has also initiated an IP boot camp training program to further the organization’s
education and development of new patents and trade secrets. In the company’s 2012
engagement survey, Newburry’s team scored among the highest in the company, scoring
95% on employee engagement and 100% on supervisor effectiveness.

Guthrie Paterson
Trace3, Irvine

Since 2010, Guthrie Paterson has served as
general counsel for Trace3, a leading IT
systems integrator and technology consultancy
based in Southern California with offices
throughout the Western United States. Guthrie
oversees all legal matters for Trace3, including
corporate, commercial, real estate, intellectual
property, litigation, human resource and risk
management issues. In this role, he helps to
scale and support a rapidly growing
organization with 300+ employees. Guthrie
provides actionable business-oriented advice
to Trace3’s management and business lines –
empowering such groups while simultaneously
reducing the company’s overall risk profile.
Previously, Guthrie served as general counsel
for Comtex News Network, a leading provider
of online real-time news and finance content solutions. Prior to Comtex, Guthrie was a
senior corporate attorney in the New York and Los Angeles offices of Jones Day, an
international law firm. Guthrie received his bachelor’s degree from Duke University, and his
J.D. from Southern Methodist University’s Dedman School of Law.

Roland Rapp
Skilled Healthcare Group, Foothill Ranch

Roland Rapp was appointed general counsel
and chief administrative officer of Skilled
Healthcare LLC in March 2002. He has more
than 28 years of experience in the healthcare
and legal sectors. Rapp was previously the
managing partner of the law firm Rapp, Kiepen
and Harman, and was chief financial officer for
Vintage Estates, both based in Pleasanton,
Calif. His law practice centered on healthcare
law and primarily focused on long-term care
based on his prior experience as nursing home
administrator and director of operations for a
small nursing home chain. Rapp’s involvement
in the healthcare community includes acting as
past chairman of the board for the California
Association of Health Facilities (CAHF), and
past board member for the American Health
Care Association (AHCA). He is also the
recipient of CAHF’s most esteemed Thomas Spindle Award for his contributions to the long-
term care profession. He is currently a member of the American Health Lawyers Association
and the Association of Corporate Counsel.
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Mark Risner
Center for Peak Performance, Irvine

Mark Risner practices law with the
following underlying principle: results with
integrity. Risner is experienced in matters of
business litigation, employment, settlement,
negotiation and trial. His specialties include,
but are not limited to, buy-sell agreements,
employee/employer separation agreements,
non-disclosure and non-solicitation
agreements, employment/contract litigation
and ERISA compliance. The Center for Peak
Performance provides training for
entrepreneurs, salespeople, celebrities,
athletes and others, working with clients to
eliminate self-limiting behaviors that block
their success. Risner received his J.D. from
University of Tulsa College of Law – John
Rodgers Hall.

Donald Royer
Opus Bank, Irvine

Donald Royer’s involvement with Opus
Bank began in September 2008, when the
Opus Bank executive management team first
formed and began the process of raising
capital for the purpose of acquiring Redondo
Beach-based Bay Cities National Bank.
Royer and the Opus Bank team successfully
completed the capital raise in September
2010, infusing $460 million of capital into Bay
Cities. The additional capital also supported
the two subsequent acquisitions, which were
completed in 2011: Cascade Bank, with $1.5
billion in total assets and headquartered in
Everett, Wash., and Fullerton Community
Bank with $681 million in total assets. As a
member of the bank’s executive team, Royer

has been instrumental in the bank’s success and growth, with Opus being the fastest-
growing bank in the Western region and largest bank headquartered in Orange County. In
June 2013, Royer was promoted to senior executive vice president of Opus Bank in
recognition of his consistent leadership and direction provided throughout the
organization. Royer received his J.D. from the Western State University School of Law.

Maria Rullo Schinderle
Diocese of Orange, Orange

Maria Rullo Schinderle is a 34-year
resident of San Juan Capistrano where she
and her husband David raised their daughter
and son. Schinderle has been an attorney
practicing law in Southern California since
1979. Currently she serves as general
counsel for the Diocese of Orange, the
governing body for the Catholic Church
serving over 1.2 million Catholics in Orange
County, Calif. Schinderle spent
approximately 15 years as a senior litigator,
12 of which were dedicated to handling
complex cases in insurance bad faith
defense, health care coverage and
construction defects. In her role, Schinderle
is responsible for the legal affairs of the
entire Diocese structure for 59 parishes, 4
ethnic cultural worship centers, 49
elementary schools, 3 high

schools, 5,000+ employees and most recently, the new Christ Cathedral. Her
responsibilities include litigation oversight, management of outside counsel, and land use
and development, among many other things. Recently, Schinderle led the acquisition team
for the iconic Crystal Cathedral campus as well as the team to secure the commercial
financing to fund the $57.5 million purchase. Schinderle is currently heavily involved in the
transition of the Cathedral and grounds to the Diocese of Orange Christ Cathedral.

Mathieu Streiff
American Healthcare Investors, Newport Beach

American Healthcare Investors was founded in 2011 by three former senior executives of
Grubb & Ellis Co. to act as co-sponsor of the former Grubb & Ellis Healthcare REIT II (now
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known as Griffin-American Healthcare REIT II),
which separated from Grubb as the company
was tumbling into bankruptcy. Mathieu Streiff
previously served as general counsel of Grubb
& Ellis, being the youngest person to ever hold
that position when he was appointed at the
age of 34. In his role as general counsel,
Streiff successfully orchestrated the formation
and sale of Daymark Realty Advisors, Grubb’s
tenant-in-common subsidiary, thereby
eliminating a significant drain on company
resources and countless millions of dollars of
potential liability. Under his stewardship during
2012, Griffin-American Healthcare REIT II
more than tripled in size. This pace of growth
has continued in 2013, as the REIT’s base of
assets has expanded to $1.56 billion, with an
active acquisition pipeline of more than $600
million. Streiff oversees all acquisition activity,
as well as other legal matters in regards to the publicly registered entity.

Rouz Tabaddor
CoreLogic Inc., Irvine

Rouz Tabaddor is a licensed patent attorney
with over 15 years of significant intellectual
property experience in government, private
practice and with a major OC technology
company. Tabaddor was responsible for
starting the IP program for The First American
Corp. and continues to head CoreLogic’s IP
program after First American Financial spun off
in 2010. In his current role, Tabaddor’s
responsibilities include monitoring the patent,
trademark and copyright portfolio. He is also
responsible for managing any intellectual
property litigation involving CoreLogic and its
subsidiaries. During Tabaddor’s tenure,
CoreLogic’s patent portfolio has grown from
one issued patent to over 35 issued patents
and over 60 pending patent applications
covering various types of business methods

and software applications. Tabaddor has also instituted CoreLogic’s IP licensing program
which has generated over $21 million in settlements, licenses and revenues in just the last
three years. Tabaddor has singlehandedly elevated the awareness and prominence of IP in
the company’s overall business strategy. He travels regularly to multiple facilities to meet
with developers, modelers and inventors to discuss CoreLogic’s innovation programs and
the ability to project CoreLogic’s IP through patents and other means.

Jim Watson
St. Joseph Health System, Irvine

Jim Watson serves as deputy general
counsel for St. Joseph Health (SJH). SJH is a
$4.7 billion not-for-profit integrated Catholic
health care delivery system sponsored by the
St. Joseph Health Ministry. Watson brings
nearly 20 years of Catholic health care
experience to his role. He provides leadership
to the Office of General Counsel, which is
staffed by five attorneys who manage an
aggregate caseload of over 500 open matters.
Together with his team, Watson has helped
transform the Office of General Counsel’s role
to that of a strategic business partner and
agent for organizational change, valued for its
ability to directly enable SJH goals and vision.
Additionally, he monitors the work performed
by outside counsel for quality, efficiency and
performance and leads development of
standards for providing legal services to
improve quality and reduce costs throughout SJH. Watson graduated from Loyola Law
School and holds a B.A. in political science from Hofstra University. He is a member of the
California State Bar, American Health Lawyers Association, California Society for Healthcare
Attorneys and Association of Corporate Counsel.

Ray Weston
Taco Bell of America Inc., Irvine

Ray Weston serves as senior business
leader on Taco Bell Corp.’s executive team,
helping in creating long-term and short-term
strategy, setting organizational direction,
developing corporate policy and growing future
company leaders. Weston leads all ethics,
integrity and corporate compliance efforts. He
partners with the company’s CEO to lead crisis
management function and along with the CFO,
develops and administers policies and
procedures for all corporate activities requiring
financial investment or system implementation
In his role, Weston orchestrated and led a
widely heralded legal and PR response to
frivolous beef quality lawsuit, resulting in
complete dismissal of suit in less than three
months and enabling significant business
growth within a year following dismissal. He
also led legal efforts to create and launch the
award-winning Doritos Locos Taco (DLT) via a “handshake deal” between Taco Bell and its
business partner that assured strong IP protection for the brand while enabling the most
successful product launch in Taco Bell’s history, with over 500 million DLTs sold in just over
one year.

Zachary Zaharek
First American Financial Corp., Santa Ana

Zachary Zaharek currently is the vice
president, senior corporate counsel of First
Americanʼs Specialty Groups. Zaharek also
created and is division counsel to First
American India Legal Department, with
attorneys in Bangalore, India. Zaharek co-
founded and was the first chairperson of First
Americanʼs Diversity Advisory Council, which
promotes diversity in the workplace. Zaharek
has held a variety of in-house counsel
positions, including general counsel of a sub-
prime mortgage company; corporate counsel
at Downey Savings and Loan; and corporate
counsel at Procter & Gamble. Prior to entering
the corporate world, Zaharek was in private
practice representing mortgage lender
creditors in bankruptcy proceedings. Currently,
Zaharek is an instructor in the Paralegal
Certificate Program at UC Irvine Extension
and in 2006, won the Distinguished Instructor
of the Year award. Zaharek also speaks regularly before the Orange County Paralegal
Association. Zaharek holds his B.S. from Santa Clara University and his J.D. from Santa
Clara University School of Law.
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